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Receipt of the Office Action mailed November 26, 2030 is acknowledged. Upon entry of 
the present Amendments and Response, claims 23-37 are pending hi this application. 

By this amendment, claims 7-22 are cancelled, and claims 23-37 are added. Support for 
the new claims may be found, for example, in the Specification p. 1, 0. 1-3; p. 2. 11. 5-9; page 2, 
11 21-24; i xanipiex ! 2, paces I tudoripii » cUdm* No new m a iter is added 

nn vhKoo kfomti<nu foe fo h : e .e ew » , nw.. „u 1 requ, tu ^ e\ u 
believed to place the application lor condition for allowance. 

h Mm^m Under 35 U.S.C §103 

The Office Action rejects claims 17-22 under 35 U.S.C. §1 03(a) over U.S. Patent No. 
5,876,739 to Tuniblad ef al CTwnbhd") in view of WO 01/26468 to Semi e/ fo ("Senn '> and 
U.S. Patent No. 4,523,947 to Szczepanski < « rSixxepansktfo. By this amendment, claims 7- 
22 are cancelled, rendering the rejection moot, and claims 23-3? are added. Applicants 
respectfully traverse die rejection as it may apply to the new claims, 

Faiiure to Establish a Prima /four { a«o ot'OSu ■ mu .for p Claim 23 

The Examiner foils to establish & prima facie case of obviousness for new claim 23. The 
poor an references foil to provide any teaching or motivation to coat a seed of corn with an 

iwvUud so en t ul, i < u\ t * i__ h ^ 

Instead, the references only show that the individual components were known. 

Tarnblad is asserted as the primary reference to teach adding both an insecticide and an 
herbicide as recited in the method of new claim 23. Admittedly, Tnrnblad lists an insecticide and 
mopt ma herbicide but Fund ad s: directed to an msectieidafo tng that reduces he 

I4ihv\uu !it\ hunlU \i f ] ( t , t 

using the insecticide to protect the seed against injury caused by the herbicide. I foci, 1 1 vbl d 
merely mentions numerous optional herbicides, none of which are actually tested or tried. 

The Examiner on page 4 of the Office Action acknowledges that Tnrnblad fails to 
provide any speed* asnhmg exempiiishsg a chinned msetlfode and herbicide heme applied to 
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com. However, the Examiner asserts that Semi teaches that compound* UiiameUwxam or 
imldacioprid can be applied directly to the seed and Szczeptmski teaches a method of using 
triazmes for protecting make plants from the harmful effects of ehioroaeetaniides. See Office 
Action, page 3. Thus, the Examiner concludes that Sean and Szczepanski provide the requisite 
' * "i 1 ' '1 t < , i\ i i uk t i i » i a irt^oj 

1 ( ' 1 t 1 tJ 1 Of i L ^ t 1 i . >H i i 

I '! * 1 S ' ul is. h ' iwW^ot v v , i ? ^UsO 

the insecticides described in Senn can be applied to the seed. Similarly, Szezepanski does not 

1 1115,1 ^gcev di t / now chbieaeu, u,s>io jht^.i d h t , m i, nswt.ns 
categories of optional herbicides mentioned inTurnbiad and applied along with an insecticide as 
recited m new claim 23, More importantly, none of the references teach or suggest protecting 
corn from herbictda! injury by the use of insecticide. 

Thus, the Examiner tails to establish a reason. J) to select these compounds from the 
numerous additives disclosed m Turnhtad and 2) to use the insecticide to minimize "injur} to 
com caused by an herbicide treatment of the com" as recited in new claim 23 . Applicants thus 
respectfully submit that the Examiner has failed to set forth % prima facie ease of obviousness for 
new claim 23. 



B. Unexpected Results 

Evenif - ma facie case of obvtou t s ^ bJ led k ethod of oul 
exhibits unexpected results as one of ordinary skill in. the art would not expect that applying 
inscdiddc to x con *et w» ul I pi tect c ; ins h t u,v I 1 3 an herhjoj e P{ bed to he u i 
The finding by the inventor is quite surprising. The claims tally set forth these surprising .results, 
aid h for* re e< nensurate s h all 

The specification displays the results of testing com plants using the method of claim 23 
r numerous examples. See Specification, Examples, pg. 21 -27. Testing was separately 
iKtfoi nod 1 i b, d ^1 .rM rv t . d condun m , a pm-emergem and po-t oi iw« 
v cs l ipp a cmon vwte pcrem ci n s j , ■ t , :i0 j , t , oithe , mi > c * 

£ s vesul s I > d that eo Lots emerging from « treated h. forehand l 



9 



tiats Serial 10/623 t02 
Anomey [jocks; No.; C5O7S90 



! ' *» ! i P d its e fo, d, u\% v. } pi .ns cm ton 

' eds, Th cd uailysb ved le 3 st none vi t th, more 

tillers, and less yellowing. Thus, the insecticide quite unexpectedly protects the corn from injury 
by the herbicide. 

For example, in Example 1 A, for the pre-emergeat herbicide treatments in growth 
chambers, some com seeds were treated with insecticides while others remained untreated, and 
the seeds were planted in small pots. Herbicides were then applied to soil surface one day later, 
except for a control soil that received no herbicide treatment. The pats were maintained in 
controiled-enviromnent growth chambers to simulate normal cold, moist field conditions of the 
spring, which can stress young seeding* and increase phototoxicity .response of seedlings to 
herbicides. Evaluations of the crop response were. made at 6 S 1 6, and 22 days after herbicide 
application. The surprising results showed that the plants emerging from seeds treated 
beforehand with insecticide showed less pbytptmjcity than plants emerging from untreated 
seeds. The untreated seeds visually showed more mating, less vigorous growth, less tillers, 
yellowing, and other recognizable signs of phytotoxichy. 

In Example IB, for the post-emergent herbicide treatments in growth chambers, some 
corn seeds were treated with insecticides while others remained untreated. The seeds were 
planted in small pots and maintained in cotitroiled-environmeut growth chambers set to simulate 
ret ma, conditions of the spring. The com plants were sprayed with herbicides 3 days later, at 
the 2- leaf stage, except for a control sod that received no herbicide treatment Evaluations of 
crop response were made at 7 and 1 1 days alter herbicide application. The surprising results 
again showed that the plants emerging from seeds treated with insecticide showed less 
pfo^ o i us h p m «. t mi< f s f t u <uis 

In Example 2A, for foe pre-emergent herbicide treatments in held experiments, some 
corn seeds were treated with several insecticides while others remained untreated, and the seeds 
were planted into field plots at three locations. Several commercial herbicide treatments were 
then applied to the soil surface, except for a control soil that received no herbicide treatment. 
Multiple evaluations of crop response were made between 2 and 9 weeks after herbicide 
application. The surprising results again showed that the giants emerging from seeds treated 
sit 1 nw\f u « v i v -p i s 1 ' t,il „ j > n . , 5f ^ , T0( ^ tV \ 
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'v icaiiojvSer si Nt 0 623,4 0 

if. i ) Vk \,H *>< h 1 * W,> , 

V, a . 1m; <! K-> : CSW89Q 

lat\ i t MC M ,W u| ' ill 1 'uU-'K eWXsm ef vs" , "Ult- . < 

com seeds were < aect wit %raai insecticide v i thei n >\\ areule md the seeds 

toted in < U Oi com pi from t d set i I 

Swisses ^uraiherh iJto nt<. .1 r n , i t< . vt { , < j« in u 

rates and J so at three times the u * u v nd ! to except for a eontxol soil u at received in 
f 1 led ' meat. I Uuati rfthecropre >on were mad roximatelj U _s s 
t r * t i rot i j f g lowed t ie plants n 

s e 1 > ' J d - f ss <,m uvi 'Ov\ „os;\ (1 lH(^ imp nis . me mw r«ra 
untreated seeds, end certain types of insecticides showed exceptional results. 

in Example 2C for herbicide treatments in field experiments, com seeds were treated 
e tidi'ten-, ppes, ;wc ,, < . o - \ ned ni tAw tone tow « ^.e no, heme i e ed 
with insecticide. Several herbicide treatments were applied to the soil surface and/or over the top 
of the emerged com plants, except for a control soil that received no herbicide treatment. Crop 
^P oses w « l! tat i * 1 ! tl die i on \ n, the results showed that pj ml 

' r i > <- t Itu 1 dlWullUft , j t j i ] 

from untreated seeds, and certain types of insecticides snowed exceptional results. 

In Example 2D, for herbicide treatments in field experiments, some corn seeds were first 
treated with insecticides while others remained untreated. The seeds were planted in a field, and 
an herbicide was then applied eve;- the entire field soil surface. The surprising results again 
h '"u 1 In tlx io , )' i ' \ ! ! m <. o i », T \ i i ! i »a » i 

radii ischlorotic necrotic eaves 

Thus, in each of the numerous examples, the seeds treated beforehand with insecticide 
depils K»\ ( 1 I hoe o loth 

would indicate that an insecticide would reduce or prevent herbicide! injury. In fact, one of 
ordinary skid n the art would expect that the addition of insecticide to corn treated with 
herbicide would have no effect or would compound the effect of herbicide! injur} and 
! > x v !> l n the ntethwKsi emuwxteu suit I umxpaUu i f i > n n 

N t ! n s n ' fif i ui ii t tl tel Pads tit 

Tamblad m w s of Seen and Secaepanski set forth a prima facie case of obviousness. 
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New claim 23 would not have been rendered obvious by Turnhlad in view of Semi and 
Sis epai 4 lairn 24-37 dope d from claim 13 t d bus aisi would not save been rendered 
ob o« 1 l> b J Mt.n^Vn r« ^ . t nt s r h 

request reconsideration and withdrawal of the rejection. 
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CobcIu um 

hi mvw «J tbo omendt K'Us ami ran rrks akne \pnU sots >opccii i) > m hjr t thai this 
application is t , u)!kUu for allowance iti request iavotabie aeuon thereon. 1 hi Examiner Is 
united to vvnfai t the invJersu vd if rr^ odkb^ nnruhon ■> seuanred. 

D 'D • response Hied v. ahm die ^nuu.-iufo \t «tuh>p pen-M aph . \pph< ams 
believe thai no fees are due. IT any additional lees are required, they may be charged to Deposit 
Account No, 50-2510, referencing Attorney Docket No. CS-7890, 
Dated- February 28, 201 1 Respectfully submitted. 

By J:yyv . ? D..1;1: 

Customer No. 34460 llayn#mfl Harniuth" 

Attorney for Applicant 
Registration No.: 33,896 

Bayer CropScieoce LP 
2 T.W. Alexander Drive 
Research Trinagle Park, NC 27709 

9 19-549-3994 
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